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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION " { ) 

• 1 1 »« - even,. however, may a reply be „me,y f „ ed 

■ Failure to reply within the set or extended penoo for reply will, by statute, cause "he app ca ,o , ^befomeTeANDONED %5 r S 9 C ?t° 3 , ' COmmunica " on 

Status 

1)Q Responsive to communication(s) filed on 05 Atyqt/sf 2002 
2a)Q This action is FINAL 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle 1935 C D 1 453 O G 213 

Disposition of Claims ' a 

4) Q Claim(s) 10-24 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) 10-24 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)0AII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. E Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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fn „ „ ' 1 4 >U Interview Summary (PTO-413) Paper No(s) . 

2 U No„ce of Draftsperson s Paten. Drawing Review (PTO-948) 5 ) Q Notice of Informal Patent Application (PTO-1 5 1T 

3) |_| Information Disclosure Statement(s) (PTO-1449) Paper No(s) 6) □ Other 
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Art Unit: 1762 

Claim Rejections - 35 (JSC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b) by another filed 
m the Un.ted States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treatv in the English language 



Claims 10-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Betz et al (US 
6.261.645). 

Betz et al disclose a process for producing scratch resistant (See column 2. lines 61-67; 
column 3. lines 1-8) multicoat finishes in which a pigmented basecoat applied to the substrate 
surface, a clear topcoat radiation curable coating composition comprising binders based on 
prepolymers or oligomers such as urethane acrylates (methacrylates) (See column 5, lines 47-54, 
62, 64) is applied atop the resultant basecoat film, and then the topcoat film is cured (See column 

9. lines 33-36. 57-67) by means of radiation, preferably by means of UV radiation (See column 

10. lines 6-10). Aliphatic urethane acrylates (methacrylates) are particularly preferred binders 
(See column 6. lines 2-5). which are made by reacting polyisocyanurate of hexamethylene 
(hexane) diisocyanate. i.e. polyisocyanates based on acyclic aliphatic diisocyanate having 8 C 
atoms (See column 11. lines 13-15) with hydroxyalkyl methacrylate and diols/polyols (See 
column 7. lines 14-54). The binders can be used in the coating composition in an amount 5-90 wt 
% (See column 8. lines 14-2 1 ). The coating composition may if desired include one or more 
reactive diluents, which are employed preferably in an amount of from 0 to 70% by weight, with 
particular preference from 15 to 65% by weight, based in each case on the overall weight of the 
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coating composition in the case of clear coats (See column 8. lines 22-34). The prepolymers or 
oligomers normally have a number-average molecular weight of from 500 to 50,000, preferably 
from 1000 to 5000 and preferably have at least 2 and, with particular preference, from 3 to 6 
double bonds per molecule, and preferably also have a double bond equivalent weight of from 
400 to 2000, with particular preference from 500 to 900 (See column 6, lines 12-23). The coating 
composition is particularly suitable as a topcoat for producing a multicoat finish in the sector of 
the automotive OEM finishing and/or automotive refinishing (i.e. over outer finish) of car bodies 
and parts thereof and also truck bodies, and the like (See column 10, lines 1-5). 

It is the Examiner's position that a clear topcoat of Betz et al is a lacquer coating or 
sealing coat inherently since it is produced by a method identical or substantially identical 
processes to that of claimed invention. 

It is held that where the claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially identical 
processes , claimed properties or functions are presumed to be inherent. See MPEP 2111 .02, 
21 12.01. In re Best. 562 F.2d 1252. 1255, 195 USPQ 430. 433 (CCPA 1977). "When the PTO 
show's a sound basis for believing that the products of the applicant and the prior art are the 
same, the applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 
15 USPQ2d 1655. 1658 (Fed. Cir. 1990). 

Claim Rejections - 35 USC § 103 

3, The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



4. Claims 23-24 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Betz et al 
(US 6,261,645). 

Betz et al, as applied above, fail to teach that the clear topcoat is applied to areas of outer 
finish susceptible to scratching (Claim 23) such as near locks, door handles, etc. (Claim 24). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have applied a coating composition of Betz et al to areas of outer finish susceptible 
to scratching such as near locks, door handles, etc. w ith the expectation of providing the desired 
scratch resistance, since Betz et al teach that the coating composition is scratch resistant (See 
column 2, lines 61-67; column 3, lines 1-8) and is particularly suitable as a topcoat for producing 
a multicoat finish in the sector of the automotive OEM finishing and/or automotive refinishing 
(i.e. over outer finish) of car bodies and parts thereof and also truck bodies, and the like (See 
column 10, lines 1-5). 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is (703) 605-1 171. The 
examiner can normally be reached on 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Shrive Beck can be reached on (703) 308-2333. The fax phone numbers for the 



Conclusion 
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organization whore this application or proceeding is assigned are (703) 872-9310 for regular 
communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceedi 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 




Elena Tsoy 
Examiner 
Art Unit 1762 



June 1 1. 2003 




Shrive r beck 

SUPERVISORY PATENT EXAMINER 

Tr^-lly--; or- , T| r p 1? 



